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Status 

1 )[3 Responsive to coinmunication(s) filed on 22 November 2006 . 
2a)n This action is FINAL. 2b)l3 This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under £x parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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4) 13 Clalm(s) 65-127 and 129-139 is/are pending in the application. 
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5) n Claim(s) is/are allowed. 

6) 13 Claim(s) 65-127 129-139 is/are reiected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)^ accepted or b)n objected to by the Examiner. 
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Replacement drawing sheet(s) including the con'ection is required if the drawing(s) is objected to. See 37 CFR 1 .121(d). 
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application from the International Bureau (PCT Rule 17.2(a)). 
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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1. 17(e), was filed in this application after final rejection. Since this appHcation is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1. 17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Apphcant's submission filed on 22 November 2006 has been entered. 

Claim Rejections - 35 USC § 112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

3. Claims 65-127 and 129-139 are rejected under 35 U.S.C. 1 12, second paragraph, as 
failing to set forth the subject matter which applicant(s) regard as their invention. 

4. Claim 65, and claims 55-84 and 130-134, which depend therefrom, are rejected under 35 
U.S.C, 112, second paragraph, as being indefinite for failing to particularly point out and 
distinctly claim the subject matter which applicant regards as the invention. Claim 65 is 
indefinite with respect to just what constitutes the metes and bounds of "substantially equal 
intensity." Claims 55-84 and 130-134, which depend from said claim 65, fail to overcome this 
issue and are similarly rejected. 
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5. Claim 85, and claims 86-104 and 125-129, which depend therefi'om, are rejected under 
35 U.S.C. 1 12, second pai*agraph, as being indefinite for failing to particularly point out and 
distinctly claim the subject matter which applicant regards as the invention. Claim 85 is 
indefinite with respect to just what constitutes the metes and bounds of the phrase "substantially 
equal relative mass." Claim 85 is also indefinite as a result of using the expression of 
nucleotides in place of a unit of mass. Consequently, it is not clear just what the mass of any one 
rung in the ladder is to have, much less how it is to vary from one rung to another of the ladder. 

6. Claims 86-104 and 125-129, which depend from said claim 85 fail to overcome this issue 
and are similarly rejected. 

7. Claim 105, and claims 106-125 and 130-137, which depend therefrom, are rejected under 
35 U.S.C. 1 12, second paragraph, as being indefinite for failing to paiticularly point out and 
distinctly claim the subject matter which applicant regards as the invention. Claim 105 is 
indefinite as to jut what constitutes the metes and bounds of "substantially equivalent," and how 
this relates to both mass (even when as here no unit of mass is provided), as well as how it 
relates to copy number of fragments of nucleic acid that are to comprise each rung of a nucleic 
acid ladder, when the nucleic acid fragments may comprise labels and/or modified nucleotides. 

8. Claims 106-124 and 130-139, which depend from claim 105, ail to overcome this issue 
and are similarly rejected. 

9. Claim 101 recites the limitation "said detectable label" in lines 1-2. There is insufficient 
antecedent basis for this limitation in the claim. 
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10. Claim 102 recites the limitation "said detectable label" in lines 1-2. There is insufficient 
antecedent basis for this limitation in the claim. 

11. Claim 121 recites the limitation "said detectable label" in lines 1-2. There is insufficient 
antecedent basis for this limitation in the claim. 

12. Claim 122 recites the limitation "said detectable label" in lines 1-2. There is insufficient 
antecedent basis for this limitation in the claim. 

13. Claim 125 recites the limitation "the relative mass" in lines 1-2. There is insufficient 
antecedent basis for this limitation in the claim. It is noted that claim 85, from which it depends, 
has support for "substantially equal relative mass," which has also been rejected under 35 USC 

1 12, second paragraph, for being indefinite. 

14. Claim 126 recites the limitation "the relative mass" in lines 1-2. There is insufficient 
antecedent basis for this limitation in the claim. It is noted that claim 85, from which it depends, 
has support for "substantially equal relative mass," which has also been rejected under 35 USC 

1 12, second paragraph, for being indefinite. 

15. Claim 127 recites the limitation "the relative mass" in lines 1-2. There is insufficient 
antecedent basis for this limitation in the claim. It is noted that claim 85, from which it depends, 
has support for "substantially equal relative mass," which has also been rejected under 35 USC 
112, second paragraph, for being indefinite. 

16. Claim 129 recites the limitation "the relative mass" in lines 1-2. There is insufficient 
antecedent basis for this limitation in the claim. It is noted that claim 85, from which it depends, 
has support for "substantially equal relative mass," which has also been rejected under 35 USC 

1 12, second paragraph, for being indefinite. 
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17. Claim 129 is indefinite .with respect to what constitutes "about the same." 

18. Claim 134 is indefinite with respect to what constitutes the metes and bounds of "about 
the same intensity." 

Claim Rejections - 35 USC § 102 

19. The following is a quotation of the appropriate paragraphs of 35 U.S. C, 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of apphcation for patent in the United States. 

(f) he did not himself invent the subject matter sought to be patented. 

20. Claims 65-82, 85-102, 105-122, 125-127 and 129-139 are rejected under 35 
U.S.C. 102(b) as being anticipated by US Patent 5,316,908 (Carlson et al). 

21. Carlson et al. Fig. 1, disclose a nucleic acid ladder that meets the size, relative mass, and 
intensity requirements of claims 65-82, 85-102, 105-122, 125-127 and 129-139. 

22. While claims 81, 82, 101, 102, 121, and 122 all recite detectable label to be used when 
performing the detection, however, the claims are not drawn to a method but to a product, which 
does not require the detectable label to be present. 

23. Claims 65-82, 85-102, 105-122, 125-127 and 129-139 are rejected under 35 

U.S.C. 102(f) because the applicant did not invent the claimed subject matter. It is noted that the 
assignee of the '908 patent and the instant application at the time of filing are one and the same, 
yet the inventorship is different. 
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Claim Rejections - 35 USC §103 

24. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

25. The factual inquiries set forth in Graham v- John Deere Co,, 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Detennining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior ait and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

26. Claims 83, 84, 103, 104, 123, and 124 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over US Patent 5,316,908 (Carlson et al.) in view of US Patent 5,527,670 (Stanley). 

27. See above for the basis of the rejection as it relates to the disclosure of Carlson et al. 

28. Carlson et al, while teaching of the staining of a gel through the use of a dye, and of 
conducting gel electrophoresis, has not been found to disclose the addition of a dye such as 
bromophenol blue. 

29. Stanley, column 10, second paragraph, discloses the addition of a loading dye, which 
comprises bromophenol blue, to a mixture of oligonucleotides that are to be separated via gel 
electrophoresis. 
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30. It would have been obvious to one of ordinary skill in the art to have incorporated the use 
of a dye such as bromophenol blue, into the nucleic acid ladder composition of Carlson et al, as 
such would have faciHtated the ready identification of the sample having been loaded into the gel 
and of its migration into the gel matrix. In view of the well-developed nature of gel 
electrophoresis, said artisan would have had a most reasonable expectation of success. 

3 1 . For the above reasons, and in the absence of convincing evidence to the contrary, claims 
83, 84, 103, 104, 123, and 124 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
US Patent 5,316,908 (Carlson et al) in view of US Patent 5,527,670 (Stanley). 

Conclusion 

32. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Bradley L, Sisson whose telephone number is (571) 272-0751. 
The examiner can normally be reached on 6:30 a.m. to 5 p.m., Monday through Thursday. 

33. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ram Shukla can be reached on (571) 272-0735. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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34. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
apphcations is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Bradley L. Sisson 
Primary Examiner 
Art Unit 1634 
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